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DETAILED ACTION 

1. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Response to Arguments 

3. Due to the ambiguity associated with independent claim 58, Applicant's 
arguments with respect to newly amended claims 9-14 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 9-14, and 58-73 remain rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention, for the reasons of record, and for those 
reasons set forth below: 

Instant claim 58 (and those claims dependent therefrom) remains vague and 
indefinite to the extent that the instant claim still recites wherein the "antisense strand 
that, when expressed as RNA, binds to an mRNA transcribed from the target nucleic 
acid sequence," (see lines 15-16), this statement suggests that the antisense RNA 
produced from the sense stranded of the cloned double stranded DNA, targets an 
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mRNA other than the mRNA product "coded for by a sample nucleic acid in the target 
nucleic acid" as set forth in the preamble of the claimed method. 

Additionally, the nature of the "oligonucleotide family" recited in claim 58, line 7, 
is vague and indefinite. It is unclear if all of the oligonucleotide family members are 
designed to target one particular gene target or sample nucleic acid in said target, or if 
they have random sequences that target multiple genes. 

Moreover, the instant claim is incomplete since there is no mention of a control, 
un-transfected host cell, such that changes in phenotype can be assigned to one 
particular antisense RNA targeting one particular gene target, by comparison of the 
transfected host cell, and the un-transfected host cell. 

6. Claim 59 (and those claims dependent therefrom, claims 60-63, and 70), lines 2- 
3 recite "a catalytic domain that cleaves an mRNA sequence transcribed from the target 
nucleic acid," this phrase is suggestive of multiple mRNA sequences transcribed from 
the target nucleic acid. However, as stated in claim 58 (from which this claim depends 
from), the intended objective of the claimed method is to assign a function associated 
with a product coded for by a "sample nucleic acid sequence in a target nucleic acid 
molecule." Therefore, it is unclear if the entire scope of claim 59 and those claims 
dependent therefrom, further limits claim 58, since the method of claim 59 involves 
wherein the RNA (assuming the RNA here refers to antisense RNA produced from the 
sense strand in claim 58) cleaves an mRNA sequence transcribed from the target 
nucleic acid. 
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7. Claim 59, recites the phrase "the RNA," in the first line. However, the metes and 
bounds of this phrase are vague and indefinite since it is unclear which RNA Applicants 
are referring to. 

8. Due to the ambiguity associated with independent claim 58, and those claims 
dependent therefrom, the prior art will not be applied until Applicant addresses the 
above issues. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

10. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janet L. Epps-Ford whose telephone number is 571- 
272-0757. The examiner can normally be reached on M-F, 10:00 AM through 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dave T. Nguyen can be reached on 571-272-0731. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571 -272-1 00Qo> 
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